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Period for Reply ^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE _3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. . 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

- If 5o%S specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

- Failure^reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 
Status 

1 ) B9 Responsive to communication(s) filed on Apr 6. 2001 . . : 



2a) S This action is FINAL. 2b) □ This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Qu$$®35 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) B Claim(s) 24 . - ls/are P endin 9 in the app,lca 

4a) Of the above, claim(s) is/are withdrawn from consider; 

5) D Claim(s) : is/are al,owed 

em Ciaim(s) — is/are re J ected - 

7) □ Claim(s) - is/are ob i ected ta 

8) D Claims — are sub J ect to restriction and/or election requirem 

Application Papers 

9) □ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are objected to by the Examiner. 

The proposed drawing correction filed on is: aP approved bpdisapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b) □ Some* c) CNone of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No 



3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) □ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

15) □ Notice of References Cited (PTO-892) , 18) □ Interview Summary (PTO-41 3) Paper No(s). 

16) □ Notice of Draftsperson's Patent Drawing Review (PTO-94B) 19) □ Notice of Informal Patent Application (PTO-152) 

17) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s). 20) □ Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-00) 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

2. Claims 2-4 and 6-8 were previously rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Claims 2-4 and 6-8 were 
rejected by the Examiner on the basis that the Examiner contended that the addition of the term 
"only" to the original claim added new matter to the application. In light of applicant's 
arguments submitted 4/6/2001, the rejection is lifted. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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4. Claims 4 and 6-8 were previously rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. This rejection is also lifted in response to applicant's 
arguments and clarification as to the dimensions described by applicant in reference to a user's 
thumb. 

Inventorship 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103© 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 

nonobviousness. 

8. Claims 2-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Scaramella et 
al. Claims 2-8 were rejected in previous actions, claim 9 is rejected under the same 
reasoning/grounds as claims 2-8. See Response to Arguments below. 

Response to Arguments 

9. Applicant's arguments filed 4/6/2001 have been fully considered but they are not 
persuasive. Applicant has argued that the invention as claimed is allowable over the reference 
"Scaramella" because the instant application is analogous to In re Edge since the omission of an 
element (the latching mechanism) while retaining its function is not obvious. 

The Examiner respectfully disagrees and believes that this analogy is incorrect. That is, 
the element (latching mechanism) has been eliminated, but the function of the element has not 
been retained in the device itself. Instead, the function of that element is now being provided by 
the hand (thumb and fingers) of the user - which is clearly NOT part of the device. 
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Applicant has argued the following on page 12 of submitted arguments in comparing 
Scaramella to the instant invention: 

(1) The function of Scaramella' s latching mechanism is to maintain the holder card and 

transfer plate in a substantially fixed rotation with respect to one another Indeed if such 

functions were not present, the pipette tips would be subject to falling out of alignment. 

While the Examiner agrees that this is part of the function of the latching mechanism, the 
Examiner would also like to point out that the latching mechanism of Scaramella is also used to 
lift the holder card out of the pipette holder tray without the need for the user touching the holder 
card itself! (See Scaramella, col. 3, lines 62-col. 4, lines 1-15) The latching mechanism of the 
transfer member "grabs" the alignment plate (Figure 5). 

(2) Applicant has argued that the instant application employs a system that maintains the 
transfer member and the receiving plate in a substantially fixed orientation by the thumb and 
fingers of the user. 

First, the Examiner would like to point out that the device itself retains none of the lifting 
function of the transfer member. In describing use of the device in the specification (p. 10) 
applicant clearly states that the user lifts both the transfer member and receiving plate from 
the container using his fingers! This clearly is a function of the user - not the device. 
Scaramella' s device - with the latching mechanism - requires no such action. The user merely 
lifts the transfer member which is latched to the alignment plate. 




• 
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In addition, the Examiner also contends that the function of the latching mechanism 
detailed by applicant in arguments is not retained in applicant's device either. Applicant has 
freely admitted in the specification and arguments (p. 12 of arguments again) that the transfer 
member and receiving plate are maintained in a substantially fixed orientation by the thumb and 
fingers of the user. These elements are clearly not part of the device. As such, the device itself 
does not retain even the "fixed orientation" function. This is also provided the user. 

Thus the Examiner still contends that the claims are not analogous to In re Edge, but 
analogous to the situation described by Examiner previously: an omission of an element with a 
corresponding omission of function is within the ordinary skill in the art. As such, claims 2-9 are 
rejected. 



10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 



Conclusion 



# 



* 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Dwayne K. Handy whose telephone number is (703)-305-021 1. 



Superv&bry Patent Examiner 
Technology Center 1700 
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June 18,2001 



